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REMARKS 

Summary 

Claims 1-13 were pending and all of tlie claims were rejected in the 
present Office action. Although the Applicant believes that there are adequate 
grounds to traverse the rejections, in an effort to expedite the prosecution of a 
portion of this application, Claims 2-4 and 6-13 have been cancelled, without 
prejudice. With respect to the remaining claims, the Applicant respectfully 
submits that the Examiner has not made out a prima facie case of obviousness. 

35 U.S.C.§103 (a) 

Claims 1 , 5, 7 and 13 were rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Kim (US 4,473,725) in view of Onodera et al. (US 6,756,967). 
Claim 1 has been amended to incorporate the subject matter of now cancelled 
Claim 13. so as to state Claim 13 as an independent claim. Claim 7 has been 
cancelled. The Applicant specifically traverses the rejections of Claims 5 and 13 
(now Claim 1) as made on page 5 of the Office action. 

Amended Claim 1 recites, inter alia, the outer casing is formed with a 
projecting shoulder having a polygonal shape in plan view, an outer surface of 
which serves as fingerhook. 

When applying Kim and Onodera to support the rejection of this claim, the 
Examiner asserts that the modification of the references to change the round 
shape projecting shoulder to the square or polygonal shape projecting shape for 
the purpose of facilitating ease of grip/use is merely a change in the shape of the 
component, and a change in shape is generally recognized as being within the 
level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). (Office 
action, page 5). The citation is to a case in which the primary focus was the 
nature of invention itself, and this concept has been addressed in subsequent 
presidential decisions. 
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Of relevance to the present situation, the court held that a difference in 
size alone w as not sufficient to differentiate between the claims presented and 
the prior art. So, two objects of the same shape but different size may be 
considered the same; this also follows from the rule that patent drawings are not 
shown to scale. The decision does not touch on the issue of shape, and the 
Applicant respectfully submits that the Examiner's reliance on In re Rose as 
support for the rejection is misplaced. Even if a drawing is not to scale, it is 
evident that a difference in shape may be discerned and, as such, the drawings 
may be seen to teach shape. 

Further, the Examiner acknowledges that the shape has a functional 
purpose , and this establishes the shape as material to patentability. 

Nothing in the references taken alone or in combination teaches or 
suggests the shapes which are presented in the claims. It is well settled that "a 
prima facie case of obviousness is established when the teachings from the prior 
art itself would appear to have suggested the claimed subject matter to a person 
of ordinary skill in the art." In re Bell, 991 F.2d 781. 783, 26 USPQ2d 1529. 1531 
(Fed. Cir. 1993) (quoting In re Rinehart, 531 F.2d 1048, 1051, 189 USPQ 143, 
147 (CCPA 1976)). Any motivation to modify the prior art references must flow 
from some teaching in the art that suggests the desirability or incentive to make 
the modification needed to arrive at the claimed invention. In re Napier, 55 F.3d 
610. 613, 34 USPQ2d 1782, 1784 (Fed Cir. 1995); In re Gorman, 933 F.2d 982. 
986-87. 18 USPQ2d 1885,1888, (Fed. Cir. 1991). 

In re Sang-Su Lee, 277 F.3d 1338, 61 USPQ2d 1430 (Fed. Cir. 2002), the 
court set forth the standards the Patent and Trademark Office ("PTO") must 
adhere to when rejecting a claim under 35 U.S.C. § 103. Specifically, when 
rejecting a claim for obviousness, the PTO must articulate the reasons for its 
decision. Id. at 1342. In particular, the PTO must show that there is a teaching, 
motivation, or suggestion of a motivation to combine references relied on as 
evidence of obviousness. Id. at 1343. When the examiner relies on what is 
asserted to be general knowledge to negate patentability, that knowledge must 
be articulated and placed on the record. "The factual inquiry whether to combine 
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references must be thorough and searching.'... It must be based on objective 
evidence of record." 

An Examiner may not, because of doubt that the invention is patentable, 
resort to speculation, unfounded assumption or hindsight reconstruction to supply 
deficiencies in the factual basis for the rejection. See In re Warner, 379 F.2d 
1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert, denied. 389 U.S. 1057 
(1968). 

The Applicant respectfully submits that the Examiner has used the 
teachings of the present application to supply a limitation, the polygonal shape, 
which is not found or suggested in the references cited in rejecting the claims 
and that this constitutes impermissible hindsight. Consequently a prima facie 
case of obviousness has not been made out and Claims 1 is allowable. Claim 5, 
being a claim dependent on an allowable independent claim is allowable, without 
more. 

Conclusion 

Claims 1 and 5 are pending. 

For at least the reasons given above, the Applicants respectfully submit 
that the pending claims are allowable and request that a Notice of Allowance 
issue. 

The Examiner Is respectfully requested to contact the undersigned in the 
event that a telephone interview would expedite consideration of the application. 




Anthony P. Qurtis, Ph.D. 
Registration/No. 46,193 
Agent for Applicant 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO. ILLINOIS 60610 
(312) 321-4200 
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